FEDERATION

Honourable Judge Klaus Grabinski
President of the Court of Appeal
Unified Patent Court

1, rue du Fort Thiingen

L-1499 - LUXEMBOURG

by email to contact_luxembourg.ctl@unifiedpatentcourt.org

16 January 2025

Dear Honourable Judge Grabinski,

Microsoft Corporation v Suinno Mobile & Al Technologies Licensing Oy

We write to you in your capacity as the UPC President of the Court of Appeal and
Chairperson of the Presidium of the Unified Patent Court.

We are writing to bring to your attention our members’ concern surrounding the
recent interpretation of Article 48(5) of the Agreement on a Unified Patent Court
(“UPCA”) and Rule 290(2) of the UPC Rules of Procedure (“RoP”) by the UPC Court
of First Instance in Order nos. 41174/2024 and 43015/2024 in the proceedings
concerning Microsoft Corporation v Suinno Mobile & Al Technologies Licensing Oy.

On the basis of the case law that has emerged from the UPC to date on the right to
intervene under Rule 313.1 UPCA, the IP Federation considers that such a letter is
its only recourse and its only opportunity to raise its concerns about what it
considers to be a matter of significant general importance. The IP Federation has
also provided copies of this letter to the parties.

We understand that an appeal of Order no 41174/2024 is due to be heard by the
Court of Appeal on 29 January 2025.

IP Federation

The IP Federation represents the views of UK industry in IP policy and practice
matters in the UK, Europe and internationally. Its membership of influential IP
intensive companies has wide experience of how IP works in practice to support the
growth of technology-driven industry and generate economic benefit.

The IP Federation membership invest heavily in IP and are very active users of the
European Patent Office (EPO). Our members include ten of the top fifty applicants,
responsible for 10,244 European patent filings in 2023. Our members span a wide
variety of industries.

Given the UPC’s automatic jurisdiction over infringement and validity of European
patents in UPC Member States, the IP Federation has a substantive interest in the
functioning of the Court and its members make up a substantial proportion of
current and potential Court users. Indeed, a number of IP Federation members
have already been involved in cases before the UPC.
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Concern

In the abovementioned Orders, the Court of First Instance has held that Article
48(5) UPCA should be interpreted in line with CJEU case law relating to Article
19(5) of the Statute of the CJEU. As a result, the Court of First Instance appears to
suggest that UPC Representatives cannot be independent if they are “employed or
financially dependent on their client or who has, within the represented body,
extensive administrative and financial powers” (paragraph 36, Order 41174/2024).

The IP Federation strongly disagrees that UPC Representatives employed “in-
house” by the client that they represent do not have the necessary level of
independence and respectfully disagrees with the Court of First Instance’s legal
reasoning in the above Orders for the reasons set out in Annex 1 to this letter.

It is of fundamental importance to the members of the IP Federation that their
duly qualified employees are entitled per se to act as UPC Representatives. To our
best knowledge and belief, a large proportion of registered UPC Representatives
are employed “in-house” by the client they represent. This is particularly the case
for in-house patent attorneys. Therefore, if the Court of First Instance’s (incorrect)
legal reasoning was adopted by the Court of Appeal, it would directly affect their
ability to undertake their day-to-day work by barring them from acting in this role.
This would particularly be the case for in-house attorneys at small and medium-
sized enterprises where, depending on the value of the dispute and the financial
resources of a given party, it may not be financially viable for parties to instruct
outside counsel in every instance. Consequently, preventing in-house
representation would effectively limit access to the Court.

The IP Federation accepts that in certain circumstances it may be appropriate for
the UPC to prevent a given individual from acting as a UPC Representative under
the Rule 291 RoP mechanism noted above. However, the IP Federation considers
this should be on a fact dependent case-by-case basis and should require evidence
that the UPC Representative has, or may inadvertently have, lost its ability to
exercise its duties independently. It would, however, be wrong to assume that all
in-house representatives cannot maintain the necessary duty of independence.

Addressing the above concern

The Members of the IP Federation would like the Court of Appeal to take into
account the position of its Members when considering the correct interpretation of
Article 48(5) UPCA and Rule 290(2) RoP and make it clear that they do not impose a
blanket prohibition on employees of a party as acting as UPC Representatives.

In particular, the IP Federation understands that the Court of Appeal has the
opportunity to consider these issues in the proceedings between Microsoft
Corporation v Suinno Mobile & Al Technologies Licensing Oy on 29 January 2025. In
addition, the IP Federation respectfully requests that the Court consider the issues
of statutory interpretation and the legal points raised herein with the parties.

Yours sincerely

o o

Adrian Howes
President, IP Federation

Copy to lu_coa_registry®@unifiedpatentcourt.org and to the two parties
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Annex 1
Reasons why the Court of First Instance’s decision is wrong as a matter of law

In coming to its decision, the Court of First Instance rightly recognised that the
CJEU case law on Article 19(5) of the CJEU Statute was non-binding on the UPC as
relevant only to proceedings before the Court of the European Union. However,
nonetheless the Court of First Instance reasoned that “the substantially identical
wording” of Article 48(5) UPCA and Article 19(5) of the CJEU Statute suggested
that the UPCA Contracting Member States had intended to incorporate the existing
CJEU case law on Article 19(5) of the CJEU Statute into Article 48(5) UPCA.

Without commenting on the particular facts of any particular case, the IP Federation
believes that such an interpretation is wrong as a matter of law for the following
reasons:

1. While the Court of First Instance appears to have based its conclusion from an in
pari materia interpretation of Article 48(5) UPCA, the statutory schemes are not
similar and therefore the application of this doctrine is misplaced. In this respect:

a. The UPC is not mimicking the function of the CJEU, but instead harmonis-
ing the functions of national courts; see Recitals 2, 5, 6 and 7 of the UPCA;

b. Article 1 of the UPCA makes it clear that the UPC is not a “Court of the
European Union” but rather “subject to the same obligations under Union
Law as any national Court of the Contracting Member States” (see also
Recital 11 which makes it clear that the UPC should be considered a
national court for the purposes of Article 267 of the Treaty on the
Functioning of the European Union. Further, Article 71a of EU Regulation
1215/2012 (as amended by EU Regulation 542/2014) states that the UPC is
a court common to several Member States; and

c. Article 19 of the CJEU Statute sets out further rules relating to represent-
ation before the CJEU which are not reflected in Article 48 UPCA.

2. There is nothing in the UPCA itself, or the travaux préparatoires to the UPCA,
to suggest that the signatory Member States had intended to incorporate the
existing case law on Article 19(5) of the CJEU Statute into the functionality of
the UPC. Had the Member States wanted to expressly prohibit lawyers or patent
attorneys from acting as the representative for their employer, there was
ample opportunity to do so in the wording of Article 48 UPCA or in the recitals.
The fact that this was not done, and that there is no indication in the travaux
préparatoires that this was even proposed, strongly indicates that there was no
intention to exclude such representatives.

3. As noted above, preventing in-house lawyers and patent attorneys from being
UPC Representatives would be against the objective of the UPC to provide
effective access to justice for small and medium-sized enterprises (see Recital 2)
while accounting for the need for proportionality and flexibility (see Recital 6). It
may also mean that small and medium-sized enterprises will be faced with the
unenviable choice of either opting their European patents out of the jurisdiction
of the UPC or instead filing national patents in key EPC Member States so to
ensure their ability to enforce their patent rights in the future.

4. The Court of First Instance’s interpretation would be inconsistent with the
other provisions of the UPCA and RoP. For example:

a. Article 48(5) states that representatives will enjoy the rights and im-
munities necessary to carry out their duties. This expressly includes the
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attribution of privilege to communications between a representative and
their client. Chapter 3 of the RoP set out the “Rights and Obligations of
Representatives”. In particular, Rule 287 RoP provides for the privileged
status of communications in accordance with Article 48(5) UPCA, of which
Rule 287(2) expressly provides that privilege applies to a lawyer or patent
attorney who is “employed by the client and instructed to act in a
professional capacity” (see also similar wording in Rule 287(3)).

b. Rule 288 RoP provides that communications between an in-house
representative who is instructed in a professional capacity and a third
party for the purpose of obtaining information or evidence for proceedings
shall be privileged. This rule specifically cross refers to rule 287(2) and
therefore expressly includes representatives employed by a party.

c. Article 48(1) permits “lawyers authorised to practice before a court of a
Contracted Member State” to become UPC Representatives. Lawyers who
are employed by their client are permitted to appear before national
courts in contracting Member States. Indeed, the Court of First Instance
itself recognises that the CJEU has held that in-house lawyers can validly
represent their client in EU national courts where permitted by the
relevant national legal systems.

d. Article 48(2) allows “European Patent Attorneys who are entitled to act as
professional representatives before the European Patent Office pursuant to
Article 134 of the EPC and who have appropriate qualifications such as a
European Patent Litigation Certificate” to be UPC Representatives. It is
expressly stated in Article 133(3) of the European Patent Convention that
parties may be represented by an employee. This is reflected in the Guide-
lines for Examination in the European Patent Office (see for example para-
graph 2.1 of Part A Chapter Ill-2 and paragraph 1.3 of Part A Chapter VIII-2).

5. Such an extreme interpretation is not required to safeguard the sanctity of the
proceedings before the UPC. As noted above, Rule 290(2) of the RoP requires
compliance with the Code of Conduct which in turn requires at Paragraph 2.4.1
that a “representative shall act towards the Court as an independent counsellor
by serving the interests of his or her Clients in an unbiased manner without
regard to his or her personal feelings or interests.” In any given set of circum-
stances, the representative must ensure that they can conduct a case in com-
pliance with this strict requirement for independence. It is implied that if the
representative cannot act in an independent and unbiased manner they would
have to recuse themselves as they could not “strictly comply” with the Code of
Conduct as required by Rule 290(2). The IP Federation would strongly disagree
with any suggestion that in-house representatives would override this obligation
and their other professional obligations to benefit their employer. Rule 291 RoP
also provides the Court and the parties with a mechanism for enforcing poten-
tial breaches of the Code of Conduct by raising the matter with the represent-
ative concerned and, after giving that person an opportunity to be heard, if
necessary, excluding them from the proceedings with immediate effect.

6. Further, all in-house European patent attorneys and lawyers that are registered as
UPC Representatives are also bound to act independently under the epi Code of
Conduct (note in particular Article 1(c)) or the applicable national solicitor’s regu-
lations respectively. This duty would continue to apply in cases before the UPC.

Should the Court of Appeal consider it would benefit from more comprehensive legal
analysis on the above points the IP Federation would be pleased to provide the same.
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IP Federation members 2025

Microsoft Limited is a member of the IP Federation with an interest in the outcome
of this case. Although it is listed below, it has not participated in the preparation of
this letter. The views expressed do not necessarily reflect its views.

AGCO Ltd
Airbus
Arm Ltd
AstraZeneca plc
BAE Systems plc
BP p.l.c.

British Telecommunications plc
British-American Tobacco Co Ltd
Canon Europe Ltd.
Caterpillar U.K. Ltd
Ceres Intellectual Property Company Limited
Cummins Ltd.

Cytiva
Dyson Technology Ltd
Eisai Europe Limited
Eli Lilly & Co Ltd
Ericsson Limited
HP Inc UK Limited
IBM UK Ltd
Johnson Matthey PLC
Merck Sharp & Dohme (UK) Ltd
Microsoft Limited
Mitsubishi Heavy Industries, Ltd.
NEC Europe
Nokia UK Limited
Nu Quantum Ltd
Ocado Group plc
Oxford Nanopore Technologies plc
Pfizer Ltd
Philips Electronics UK Ltd
Pilkington Group Ltd
Procter & Gamble Ltd
Reckitt
Regeneron UK Ltd
Renishaw plc
Rolls-Royce plc
Shell International Ltd
Siemens plc
Smith & Nephew
Syngenta Ltd
UCB Pharma plc
Unilever plc
Vectura Group plc
Vodafone Group
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